
 

On June 19, 2012 the Court issued its decision in the ruling 
of Case C-307/10 “IP Translator” responding to the three 
questions asked by the UK Court regarding the 
interpretation of Directive 2008/95/EC regarding the use 
of class headings from the Nice Classification system. 
According to this expected and recent decision the main 
findings are:  
Directive 2008/95/EC must be interpreted as meaning that 
it requires the goods and services for which the protection 
of the trade mark is sought to be identified by the applicant 
with sufficient clarity and precision to enable the 
competent authorities and economic operators, on that 
basis alone, to determine the extent of the protection 
conferred by the trade mark. 
Directive 2008/95 does not preclude the use of the 
general indications of the class headings of the 
Classification to identify the goods and services for which 
the protection of the trade mark is sought, provided that 
such identification is sufficiently clear and precise. 

An applicant for a national trade mark 
who uses all the general indications of a 
particular class heading must specify 
whether its application for registration is 
intended to cover all the goods or services included in the 
alphabetical list of that class or only some of those goods 
or services. If the application concerns only some of those 
goods or services, the applicant is required to specify which 
of the goods or services in that class are intended to be 
covered.  
In the light of this decision,  all Community Trademarks 
applied for as of June 21, 2012 that wish the class heading 
to cover all of the goods or services included in the 
alphabetical list of the particular class (es) concerned must 
attach a declaration stating this aspect. If this declaration is 
not attached at the time of filing, the Office will assume 
that the applicant is applying for protection for the class 
heading in the literal meaning of each of the general 
indications contained therein. 
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The Supreme Court of Madrid has confirmed- in contradiction with the Spanish Patent and Trademark 
Office criteria- the arguments claimed by the company Del Monte Corp. against the coexistence of its 
earlier mark “DEL MONTE” with the contested mark “CASA DEL  MONTE”. The Court bases its decision 
in two main points: the limited distinctiveness of the term “CASA” and the well known character of the 
mark “DEL MONTE” in Spain, fact that entails a more exhaustive analysis of the likelihood of confusion 

that may arise among consumers. According to the Court “ the most common practice consists in imitating those 
trademarks that enjoy an enhanced reputation among the public and take advantage of  the reputation of a mark getting 
benefit of the efforts, time and invested money made by others”. 

Camper has obtained a new legal back 
from the Community Trademark of 
Alicante regarding  the protection of its 
well-known  tridimensional trademark 

shoe “PELOTAS”. First of all, the Court has recognized 
the notoriety of the 3D CTM. On the other hand, the 
Court has for the first time applied by analogy the 
national provisions that prevent from defending from 
an infringement action with basis on a later registered 
design,  which in the here concerned case is Camper’s 
Trademark. The defendant based its strategy in 
registering as Community Design the infringers shoes. 
However the Court confirmed Camper’s arguments and 
decided to reject this defence, ordered the cease of the 
infringing action, the compensation for damages and 
the publication of the decision.  
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The controversial issue of TRIPS implementation on pharma 
patents in Spain took another step last May 7, when the 
request for interim injunction filed by Lundbeck and Almirall 
against more than 20 generic labs was rejected. Lundbeck's 
European patent on Escitalopram was expanded by a Spanish 
Supreme Court ruling of 2011 covering now, in virtue of 
TRIPS application, the product claims, and despite of the 
reserve made by Spain for these kind of claims when the EP 
was filed. TRIPS regulation is posterior and must prevail said 
the Supreme Court. However, Barcelona Mercantile Court 
No. 4 now rejects the petition of Lundbeck injunction, 
reasoning that in spite of the new translation allowed over 
the product claims, in a preliminary approach to the complex 
question, the enforcement of the new claims would violate 
Art. 123.3 EPC, as the product claims were not granted for 
Spain originally. The decision has been appealed.  
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The Spanish Supreme Court has confirmed the sentence 
against the firm Europastry, S.L. for trademark infringement 
in connection with DONUT, DONUTS and DOGHNUTS 
registered trademarks.  
Panrico had brought a lawsuit against Europastry for selling 
rolls under the “Doughnuts” brand, which in English stands 
for a word in the common use to designate that kind of 
pastry food. The Court concluded that an infringements 
was found to have been committed by the defendant, and 
the sentence was confirmed by the Barcelona Court, which 
dismissed the appeal.   
The defendant had alleged that DOUGHNUTS was a 
generic, descriptive term, and stated the nullity of the 
DOGHNUTS trademark for such reason. Therefore the core 
issue in this case was to determine whether the 
commercialization of these products made the use of 

DOUGHNUTS unavoidable, 
which would constitute a 
limitation on the Plaintiff’s 
trademark, and to establish 
whether registering DOGHNUTS 
as a trademark could block any potential 
commercialization of this kind of products by third parties.  
In the here concerned judgment, the alleged nullity of 
DOGHNUTS for absolute grounds is rejected, for the low 
percentage of Spanish citizens that are aware of the 
meaning of the English term “doughnuts” (according to the 
surveys filed by the Plaintiff), and, above all, for concluding 
that the product is known in Spain under the DONUT mark, 
registered as a trademark by the Plaintiff, and not under the 
English word “doughnuts” (being Donut a contraction of 
this term), which is not included in the Spanish dictionaries.  
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On 22 May the European Commission issued 
its report on the conference held on 26 April 
2012 on the revision of Directive 2004/48 on 
the enforcement of intellectual property 
rights.  
This conference aimed to promote the tasks 
on revising the directive on the 
"Enforcement". We hope that with this new 
development, such review expires as soon as 
possible to ensure that the IP rights holders 
can get better protection of them. 
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On March 9 was published in the Official Journal of 
the EU Regulation 203/2012 of the Commission. 
With this policy the Community legislature recognizes the petitions 
that were being made by wine producers settled in the EU to use the 
term "organic wine" instead of other less clear, when in its 
manufacturing process comply with certain technical requirements. 
These requirements should be respected in the wine making process, 
i.e. from harvesting the grapes to bottling the wine. If those 
requirements are satisfied in addition to that designation "organic wine" 
they may use the logo that identifies organic products produced within 
the EU. 
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On April 3, 2012 the 
Spanish Supreme Court 
(TS) issued a  very 
controversial judgment on 
the case which had 

questioned the lawfulness of the search engines activity, in 
particular Google which reproduces isolated extracts of 
web pages and allows the access to a “cache” copy when 
offering the results of the search. 
This proceeding started by means of the lawsuit, filed by a 
web page´s author, which was based on the fact that this 
author had not authorized neither the incorporation of his 
web page, nor the use of its content by Google to be 
communicated indiscriminately to third parties with the 
only purpose of promoting its own sponsored links 
obtaining the corresponding benefits therefrom. This 
author considered that this activity by Google involved an 
infringement of articles 17 and 14 of the Intellectual 
Property Law (LPI). 
The judgment in the first instance ruled out the 
infringement of the moral right to the integrity of the work 
and states that the Google activity is classified within the 
limits of the Intellectual Property rights. The Provincial 
Audience (AP) of Barcelona decided the appeal and 

introduced, as interpretative criterion to reject the lawsuit, 
the fair use doctrine alleging that the Intellectual Property 
rights cannot be considered as absolute rights but the 
solution should be guided by the common sense which 
should avoid penalizing and prohibiting an activity that, far 
from being detrimental for the owner of the Intellectual 
Property rights on the web site, benefits him since it 
contributes to obtain the spreading and access to the 
Internet users. 
So that, the TS rules basing this decision on the fact that 
the independent economical importance argued by the 
appellant is not that, since it should be referred to the acts 
carried out by Google themselves and, in the current case, 
the appearance of sponsored links cannot be considered to 
give independent economical importance to the 
reproduction of small extracts of the web site in the search 
results. 
Furthermore, the TS understands that the appellant´s 
claim in order to close the Google search engine and to 
receive a compensation for an activity that actually 
benefits him should be considered to be contrary to Article 
7 Civil Code for being an abuse of the copyright, since it 
seeks the damage of Google without obtaining any benefit, 
having been rejected the Cassation appeal. 
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Google has refused to remove 270 references appeared in 
its search engine, 3 blogs and 3 videos in YouTube, 
although the Spanish Data Protection Agency had asked to 
do so, based on “right to be forgotten” which admits the 
ability of a person to delete and block some information 
that may harm his/her privacy. 
Google’s refusal grounds on the idea that such removal 
entails censure and the information uploaded by third 
persons is not property of Google but of the origin webs.  
Court of Justice in Luxemburg will take a decision in a case 
which was already ruled by the Spanish Court, the 
Audiencia Nacional. Such decision will be binding on all 
European countries.  

Google is inflexible on defending itself 
from those removal requests. Between 
July and December of last year, only 4 of 
such requests included a court order. 
Google analyses every petition 
individually and sometimes the included 
court order does not mean to comply with the removal. 
68% of petitions for removal with court order have been 
accepted, a greater percentage than 48% of “informal” 
requests. From Google they report on that many occasions 
democratic Governments try to delete awkward 
information. “It damages freedom of expression and 
freedom of content production”.  

Like the vast majority of territorial domains (ccTLDs) that 
require a certain level of relationship of the applicant the 
territory, the European Union domain name level (. EU) 
requires the existence of residence or principal activity the 
territory of any member state for a valid assignment. In the 
question C-376/11 Optik Pie against Bureau Gevers 
followed before the Court of Justice, it raised the question 
about the validity of the domains assigned to residents of 
the Union but acting under the mandate of non-residents. 
According to the Advocate General Ms. Trstenjak, the 

domain name application for . EU, through 
the mechanism of representation 
constitutes a fraud as it perverts the 
purpose of the Community rules on the 
level. EU. Under the appearance of 
residency of the holder, the domain is actually managed by 
a nonresident, a fact which erase the element of certainty 
and legal security to consumers (real original of the 
product - service offered through the domain. EU), what 
must be preserved. 
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The Mercantile Court of Madrid 9 
has ruled that the use of a third 
party’s trademark as a keyword (in 
this case, within the Google Ad-
words program) as well as in the 
source code as metatag may constitute an act of trademark 
infringement if effectively developed in that context the role 
of brand. 
In line with what is already provided by the EU Court of Justice 
in joined Cases C 236/08 to C 238/08 (Louis Vuitton. vs. 
Google), and in other recent issues, as ‘Interflora’ sentence,  the 
Court ordered the competing company to stop using the 
trademark in MASALTOS  in the source code of its website and 
as a keyword. The case offered some complexity due to the 
descriptive character of the mark (MASALTOS = HIGHER, in this 
case registered for shoes), and its limited distinctive capacity. 
The judgment gives a detailed explanation noting the conven-
ience to remove the registration of marks all those generic 
signs which entitle their holders to block and restrict competi-
tion unreasonably. However, in this case, the Court considered 
that the competitor is using plaintiff’s trademark to get a public 
knowledge, being this a reason for a potential confusion about 
the origin of products, which might also create the wrong belief 
about a connection between both companies.  

The Spanish Supreme Court has finally 
rendered its sentence regarding this 
case, initiated in 2009, regarding the 
coexistence of one single trademark 
used to identify wine products from 
different G.I. (Appellation D´origen), 
which had been prohibited until now 

by the provisions of the Rules of the Regulatory 
Councils. After this judgment, it is admitted that the 
same trademark may be used to commercialize wines 
of different regions or protected wine areas. 
This decision follows an appeal filed by the Spanish 
Wine Federation (FEV) against the Rules of the 
Penedés Regulatory Council. Besides, the Superior 
Court of Catalonia had already annulled Article 30 of 
those Rules, which imposed the requirement of 
trademark exclusivity on the Penedés wine makers.  
The Supreme Court annuls the mentioned provision 
of the Rules as well as the law-making ability of the 
regional authorities in this field, and therefore it also 
annuls this law-making authority of the Regulatory 
Councils through their Rules,  since it is concluded 
that making rules on Industrial Property is “exclusive 
competence of the State”.  
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